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Disposition of Claims 

4) ^ Claim(s) 1-24 and 33-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 23 September 2003 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment filed on May 06, 2008 has been entered. No claims have 
been amended. Claims 25-32 have been cancelled. No claims have been added. 
Claims 1-24 and 33-35 are still pending in this application, with claims 1, 9, 17, and 33 
being independent. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-6, 8-14, 16-22, 24, 33, and 34 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Yoakum et al. (US Patent Application, Pub. No.: US 2004/0059781 
A1). 

3. In regards to claims 1, 9, 17, and 33, Yoakum discloses a telephone (See Fig. 1 
and packet-based telephony device/packet telephone system 32), method, computer 
storage medium, and wireless telephone system having a first connection to a packet 
switched network (See Fig. 1 and packet-switched network 12) comprising apparatus 
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for storing multiple identifications (e.g., telephone 16A, mobile terminal 16B, office 
telephone, and/or home telephone) of one or more entities (e.g., individual(s)) 
selectable by a user (e.g., subscriber) of the telephone that can be called from the 
telephone, apparatus for storing one or more telephone numbers (e.g., numbers for 
telephone 16A, mobile telephone 16B, office telephone, and/or home telephone) 
associated with each entity, apparatus for receiving from the packet switched network 
(See Fig. 1 and packet-switched network 12) presence indicators (e.g., presence 
information or state information) associated with some of the telephone numbers (See 
pg. 3, paragraph [0026]; pg. 3, paragraph [0029]; and pg. 4, paragraph [0032]), a 
memory (See Fig. 1 and presence system 20) for storing the presence indicators in 
association with their corresponding telephone numbers (See pg. 2, paragraph [0018]; 
pg. 2, paragraph [0021]; and pg. 3, paragraph [0027]), and apparatus responsive to a 
selection of an entity by a user for selecting a number for dialing based on the state of 
the presence indicators associated with the selected entity (See pg. 3, paragraph 
[0027]; pg. 4, paragraph [0034] - [0035]; and pg. 4, paragraph [0038] - [0041]). 

4. In regards to claims 2, 10, and 18, Yoakum discloses the telephone, method, and 
computer storage medium, having apparatus for placing calls over a circuit-switched 
telephone network (See Fig. 1 and circuit-switched network 10) and apparatus for 
placing calls over the packet-switched network (See Fig. 1 and packet-switched network 
12) (See pg. 2, paragraph [0019]). 

5. In regards to claims 3, 1 1 , and 1 9, Yoakum discloses the telephone, method, and 
computer storage medium, wherein the telephone comprises a base station (See Fig. 7 
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and subscriber/base station interface 70) having connections to the circuit-switched 
network and to the packet-switched network and a mobile device (See Fig. 1 and mobile 
telephone 16B) that communicates with the base station using wireless protocols (See 
pg. 2, paragraph [0019] and pg. 8, paragraph [0071]). 

6. In regards to claims 4, 12, 20, and 34, Yoakum discloses the telephone, method, 
computer storage medium, and system, wherein the base station contains the 
apparatus for storing the identifications of entities, the telephone numbers (e.g., 
numbers for telephone 16A, mobile terminal 16B, office telephone, and/or home 
telephone) associated with the entities (e.g., individual(s)) and the presence indicators 
(e.g., presence information or state information), and the mobile device comprises a 
memory (See Fig. 1 and presence system 20) for storing the name of the entities, 
means allowing a user to select an entity for dialing, and means for transmitting a name 
of a selected entity to the base station (See pg. 1-2, paragraph [0016]). 

7. In regards to claims 5, 1 3, and 21 , Yoakum discloses the telephone, method, and 
computer storage medium, wherein the base station further comprises an apparatus for 
routing a call to the circuit-switched network or to the packet-switched network 
according to a user preference associated with the selected number (See pg. 2, 
paragraph [0019] and pg. 8, paragraph [0071]). 

8. In regards to claims 6, 14, and 22, Yoakum discloses the telephone, method, and 
computer storage medium, wherein the base station further comprises a memory for 
storing user routing preferences based on time-of-day (See pg. 5, paragraph [0044]). 
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9. In regards to claims 8, 16, and 24, Yoakum discloses the telephone, method, and 
computer storage medium, further comprising apparatus responsive to an unanswered 
telephone call for determining if additional numbers are stored for the called entity and 
re-trying a call to such an additional telephone number (See pg. 4, paragraph [0034] - 
[0040]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. Claims 7, 1 5, 23, and 35 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yoakum et al. (US Patent Application, Pub. No.: US 2004/0059781 
A1). 

11. In regards to claims 7, 15, and 23, Yoakum discloses the telephone, method, 
computer storage medium, wherein the base station further comprises a memory for 
storing user routing preferences based on time-of-day (See pg. 5, paragraph [0044]). 
Therefore, it would have been obvious for one of ordinary skill in the art at the time of 
the invention to incorporate a memory for storing user routing preference based on an 
area code of the selected number, thus allowing a user to store his or her preferences 
based on the area code of the individual. 



Application/Control Number: 10/669,578 Page 6 

Art Unit: 2614 

12. In regards to claim 35, Yoakum discloses all of claim 35 limitations, except the 
system, wherein an identification stored in the handset is a company name. Yoakum, 
however, does disclose numerous individuals identified in a contact list (See pg. 1-2, 
paragraph [0016]). Therefore, it would have been obvious to incorporate the individual 
as being a company. 

Response to Arguments 

1 3. Applicant's arguments with respect to claims 1 -24 and 33-35 have been 
considered but are moot in view of the new ground(s) of rejection. Applicant's 
arguments are moot, due to the fact that the "telephone" recited in independent claims 
1 , 9, 17, and 33 is now being read as packet-based telephony device/packet telephone 
system 32 (See Fig. 1 and pg. 3, paragraph [0027]). 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THJUAN K. ADDY whose telephone number is 
(571)272-7486. The examiner can normally be reached on Mon-Fri 8:30-5:00pm. 

1 5. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad Matar can be reached on (571) 272-7488. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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16. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Thjuan K. Addy/ 

Primary Examiner, Art Unit 2614 



